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DETAILED ACTION 

1 . On January 1 5, 2009, the Attorney contacted the Examiner regarding the finality 
of the last Final Office Action, mailed on 12/27/2008. After the conversation with the 
Attorney, the Examiner decides to issue this Corrected Final Office Action to the 
Applicant. 

2. This is the Corrected Final Office Action in response to the telephone call with 
the Attorney and the Amendments filed on September 26, 2008 for application, titled: 
"System and Method for Financial Instrument Pre-Qualification and Offering". 

3. Claims 14 and 31 have been amended. Accordingly, claims 1-31 are pending 
and have been examined. 

Priority 

4. This application claims the benefit of U.S. Provisional Patent Application No. 
60/407,696, filed on 09/04/2002. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1 -31 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 



Application/Control Number: 10/654,091 Page 3 

Art Unit: 3694 

7. Claims 1,14 and 31 recite "a customer of a financial institution or an entity 
associated with the financial institution" is unclear because "an entity associated with 
the financial institution" could mean "a vendor to the financial institution" and in this 
case, it is not the same as "a customer of a financial institution". The metes and bounds 
of the claims cannot be understood because of the lack of definiteness in the claims. 

8. Claims 2-1 3 and 1 5-30 are also rejected because of their dependency on claims 
1 and 14, respectively. 

9. Claims 14-31 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

10. Claims 14 and 31 recite a conditional step of "offering if confirmation is 
received" is unclear because the claims do not have the step(s) of what to do next if the 
confirmation is not received or if the confirmation is received but the consumer is NOT 
pre-qualified. The metes and bounds of the claims cannot be understood because of 
the lack of definiteness in the claims. 

11. Claims 15-30 are also rejected because of their dependency on claim 14. 

12. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

13. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
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art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

14. Claims 14-31 are rejected under 35 U.S.C. 112, first paragraph, as based on a 
disclosure which is not enabling. The critical step or essential to the practice of the 
invention is not included in the claim(s) and hence is not enabled by the disclosure. 
See In re Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 1976). 

15. Claims 14 and 31 recite the steps of "receiving, inquiring, and offering" are 
inadequate because the critical step of "consumer contacts system" (see Applicant's 
Specification, Figure 3/element 315) is not disclosed in the claims. Without this critical 
step, the step of "inquiring" will not be initiated and the "offering" will not be completed. 

16. Claims 15-30 are also rejected because of their dependency on claim 14. 
Appropriate correction is required. 

Response to Amendments/Arguments 

17. Applicant's arguments, filed 9/26/2008, with respect to the amended claims 14-31 
have been considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

18. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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19. Claims 14-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Gardenswartz et al. (U.S. Patent No. 6,055,573) ("Gardenswartz") in view of 

Cunningham (Patent No. 7,310,617) ("Cunningham"). 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and 
are applied to the specific limitations within the individual claim, other passages 
and figures may apply as well. It is respectfully requested from the applicant, in 
preparing the responses, to fully consider the references in entirety as potentially 
teaching all or part of the claimed invention, as well as the context of the passage 
as taught by the prior art or disclosed by the examiner. 

20. Regarding to Claim 14, Gardenswartz discloses a method for offering financial 
instruments to pre-qualified consumers, comprising: 

receiving information related to personal identification information associated with 
a consumer who is a customer of a financial institution or an entity associated with the 
financial institution, the consumer personal identification information being transmitted 
prior to a consumer contact (see Gardenswartz, Figure 5/elements 500, 502; col. 10, 
lines 3-9, Figures 6, 7 and description); 

inquiring a third party based on the received information related to the consumer 
personal identification information whether the consumer has been pre-qualified for a 
financial instrument, the financial instrument associated with the financial institution (see 
Cunningham, col. 4, lines 22-6 of col. 6 and Figures 2 & 3); and 

offering the consumer the financial instrument for which he or she is pre- 
qualified, if confirmation is received from the third party that the consumer is pre- 
qualified for a financial instrument (see Cunningham, col. 6, lines 7-43 and Figure 
4/element 74), 
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wherein the standards for the consumer pre-qualification are set by the financial 
institution (see Cunningham, col. 4, lines 23-11 of col. 5 and Figure 2/element 50). 

Gardenswartz discloses a system and method for pre-qualifying a consumer for a 
"value contract" (see col. 3, lines 61-63) based his demonstrated purchase history 
behavior (col. 3, lines 5-17), but does not expressly teach pre-qualifying a consumer for 
a "financial instrument". However, Cunningham teaches a system and method for 
offering financial card (or financial instrument) to potential customers including the 
financial card applicant selection criteria and financial card term data. It would have 
been obvious to one of ordinary skill in the art to modify Gardenswartz's invention 
related to pre-qualifying consumer to include the features of financial card offering as 
taught by Cunningham to offer an improved system with different products to 
customers. 

21 . Regarding to Claim 15, Gardenswartz teaches the method of claim 14, wherein 
pre-qualification of the consumer comprises checking at least one of the credit rating of 
the consumer, the income level of the consumer, the debt level of the consumer and the 
payment history of the consumer with the financial institution (see Gardenswartz, col. 3, 
lines 8-11, 46-59, col. 15, lines 19-40, figure 10/element 1000. Examiner notes that this 
is equivalent to checking the credit rating of a consumer). 

22. Regarding to Claim 16, Gardenswartz teaches the method of claim 15, wherein 
pre-qualification of the consumer occurs prior to receipt of the consumer personal 
identification information (see Gardenswartz, Figure 5/element 504, 506, col. 10, lines 
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16-34 where consumers are classified and delivered targeted advertisements before 
they contact the stores). 

23. Regarding to Claims 17-18, Gardenswartz teaches wherein the third party 
maintains consumer information in files indexed by a unique identifier, and wherein the 
unique identifier relates to the personal identification information of the consumer (see 
Gardenswartz, col. 3, lines 18-44, col. 5, lines 44-60). 

24. Regarding to Claim 19, Gardenswartz teaches the method of claim 18, further 
comprising offering the financial instrument to the consumer only if the consumer credit 
rating meets or exceeds a pre-determined condition (see Gardenswartz, col. 3, lines 5- 
17,46-60). 

25. Regarding to Claims 20-21, Gardenswartz teaches wherein the financial 
instrument comprises any financial instrument for which credit information relating to the 
consumer is predictive, and wherein the financial instrument comprises at least one of a 
car loan, boat loan, loan on investment property, margin account, business loan, second 
mortgage, home equity line of credit, consumer loan, transaction card, credit card, 
loyalty card, co-branded credit card, debit card, rewards card, smart card, mutual fund 
or insurance (see Gardenswartz, col. 14, lines 50-3 of col. 15). 

26. Regarding to Claim 22, Gardenswartz teaches the method of claim 21 , wherein 
the consumer is offered the financial instrument only if one or more pre-determined 
conditions are met (see Gardenswartz, col. 3, lines 46-60). 

27. Regarding to Claims 23-25, Gardenswartz teaches wherein the consumer 
personal identification information is obtained when the consumer makes contact 
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comprises a purchase from a merchant (see col. 15, lines 8-18), wherein the consumer 
personal identification information is obtained through contact comprises one of a 
communication from a business partner of the financial institution or a communication 
directly to the financial institution (see col. 5, lines 44-60), and wherein consumer 
personal identification information is obtained through a telephone call or contact over a 
computer network (see Gardenswartz, col. 4, lines 26-44, col. 5, lines 32-42). 

28. Regarding to Claim 26, Gardenswartz teaches the method of claim 25, further 
comprising offering the financial instrument only upon the acceptance of any terms and 
conditions related to the financial instrument by the consumer (see Gardenswartz, col. 
3, lines 61-12 of col. 4). 

29. Regarding to Claim 27, Gardenswartz teaches the method of claim 25, further 
comprising offering the financial instrument to the consumer only if the identity of the 
consumer is authenticated (see Gardenswartz, col. 3, lines 32-44, col. 5, lines 44-60). 

30. Regarding to Claims 28-29, Gardenswartz teaches wherein authenticating the 
consumer comprises favorable comparison of stored consumer information to consumer 
personal identification information, and wherein the consumer personal identification 
information comprises at least one of a calling telephone number, a PIN, a password, a 
biometric or any other information known or held by the consumer and generally not 
known to the public that can be used to authenticate the consumer (see Gardenswartz, 
col. 3, lines 32-44, col. 4, lines 26-44, col. 5, lines 44-60). 

31 . Regarding to Claim 30, Gardenswartz teaches the method of claim 28, wherein 
authentication is performed by the third party (see Gardenswartz, col. 3, lines 36-44). 
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32. Regarding to Claim 31, this claim corresponds to claim 14 except that includes 
the limitation of "wherein further the financial instrument comprises any financial 
instrument for which credit information relating to the consumer is predictive" (see 
discussion in claims 20-21 above). 



Response to Arguments 

33. Applicant's arguments filed 9/26/2008 with respect to claims 1-13 have been fully 
considered but they are not persuasive. 



Claim Rejections - 35 USC § 103 

34. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

35. Claims 1 -1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Gardenswartz. 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and 
are applied to the specific limitations within the individual claim, other passages 
and figures may apply as well. It is respectfully requested from the applicant, in 
preparing the responses, to fully consider the references in entirety as potentially 
teaching all or part of the claimed invention, as well as the context of the passage 
as taught by the prior art or disclosed by the examiner. 
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36. Regarding to Claims 1-13, Applicant argues that claims 1 and 12 recite the 
subject matter related to claim 14 and thus, the arguments set forth with respect to 
claim 14 are equally applicable to claims 1 and 12 (see Remarks, page 14, second 
paragraph). 

37. The Examiner respectfully disagrees. Since Applicant has amended claims 14 
and 31 and thus the arguments are not completely and equally applicable to claims 1 
and 12, and therefore the arguments are not persuasive. The Examiner determines that 
claims 1 and 1 2 recite the same subject matter as prior to the amendment of claims 1 4 
and 31 , and have the same limitations as before. Hence, they are remained rejected 
under the same rationale provided in the last Office Action. 

Conclusion 

38. Claims 1-31 are rejected. 

39. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

40. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

41 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HAI TRAN whose telephone number is (571)272-7364. 
The examiner can normally be reached on M-F, 9-4 PM. 

42. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James P. Trammell can be reached on (571) 272-6712. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

43. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/H. TV 

Examiner, Art Unit 3694 
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Supervisory Patent Examiner, Art Unit 3694 



